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DETAILED ACTION 
Response to Arguments 

Applicant's amendments and arguments filed 5/17/07have been fully considered. 
Regarding applicant arguments about the combination rejection of DE 93122150 and 
Noiles, the Examiner position is explained in the grounds of rejection below. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 35, 37, 38 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Herbert (DT 2300810, applicant submitted). 
Herbert teaches: 

35. (Currently Amended) A prosthetic joint for replacement of a natural joint, the 
prosthetic joint comprising: 

a first prosthesis member 1 1 including an internal concave portion 13 defining an 
internal concave diameter; 

a second prosthesis member 15 defining a junction portion 20 centered on and 
formed around a first axis having a selected diameter and defining at least one 
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cylindrical portion 18 having a central axis the same as the first axis about at least a 
portion of a selected equator of said second prosthesis member; 

wherein said second prosthesis member is adapted to be implanted into said 
internal concave portion during an operative procedure; 

wherein said cylindrical portion is operable to substantially ensure contact with 
less than the entire internal concave portion. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 35-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Germany (DE 9312150, applicant submitted). Referring to all figures and embodiments, 
specifically figure 1 for discussion, DE 93122150 teaches: 

39. (Currently Amended) A prosthesis for replacement of an anatomical portion, 
comprising: 

a first prosthesis member 4 including an internal concave portion defining an 
internal concave diameter; and 

a second prosthesis member 14 defining a junction (bore 13)having a first 
diameter substantially equal to said internal concave diameter and defining at least a 
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portion 18, 16, 43 of an equator having a second diameter about the first axis less than 
said first diameter; 

wherein said second prosthesis member is adapted to be implanted into said 
internal concave portion during an operative procedure; 

wherein said equator substantially eliminates complete contact of said second 
prosthesis member with said first prosthesis member. 

However, Germany fails to teach the junction portion is centered on and formed 
around a first axis. Applicant's specification, paragraph 0022, teaches, the "equator 
around which the depressed equator 28 is formed may be any equator and may be of 
an angle to a central axis of the femoral head 16." At the time the invention was made, it 
would have been obvious to a person of ordinary skill in the art to make the 
configuration as claimed. Applicant has not disclosed that the junction portion centered 
on and formed around the first axis being the same axis as the cylindrical portion 
provides an advantage, is used for a particular purpose, or solve a stated problem 
(paragraph 0022). One of ordinary skill in the art, furthermore, would have expected 
Applicant's invention to perform equally well with either what Germany teaches or the 
claimed configuration because both lock the second prosthesis in the first prosthesis. 
Therefore, it would have been obvious to one of ordinary skill in the art to modify 
Germany's device to obtain the invention as specified in the claim. 

Claim 36, element 4 is interpreted as a liner. 

Claims 37 and 39, In addition to it would have been obvious to modify as stated 
above, the use of femoral balls which have a chamfer or don't have a chamfer are both 
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well known in the art. It would have been obvious to one having ordinary skill in the art 
to have utilized a ball which does not have the chamfer as is well known in the art 
making a cylindrical equator that extends around the entire circumference. 
All other claim limitations are self-evident. 

Claims 1-13 and 35-50 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Noiles (4,978,356) in view of Germany (DE 9312150, applicant 
submitted). 

Referring to at least figures 26-30, Noiles teaches a prosthetic joint for 
replacement of a natural joint to resist dislocation comprising: 

a liner 12 including an internal concave portion defining an internal concave 
diameter, and defining an opening having a passage width smaller than said internal 
concave diameter; 

a ball portion 10 having a ball diameter substantially equal to said internal 
concave diameter, and a constraining ring 120 cooperating with said opening, 

However, Noiles is silent regarding said ball portion having a cylindrical equator 
having a diameter to said passage width. 

Germany teaches a similar prosthetic joint for replacement of a natural joint to 
resist dislocation comprising ball 14 having a cylindrical equator 18. It would have been 
obvious to one having ordinary skill in the art to have utilized the teachings of Germany 
wherein the ball has a cylindrical equator with the ball of Noiles such that the liner, cup, 
and retaining ring could be pre-assembled when found desirable by the surgeon and the 
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ball could easily enter the opening passage in an un-anatomical position and lock in an 
anatomical position within the liner. Note that Noiles teaches ball 10 is of the 
configuration which does not included a chamfer; the resulting combination of Noiles 
and Germany would produce a cylindrical equator that extends around the entire 
circumference. 

Regarding the claims requiring the junction portion centered on and formed 
around the first axis being the same axis as the cylindrical portion: Applicant's 
specification, paragraph 0022, teaches, the "equator around which the depressed 
equator 28 is formed may be any equator and may be of an angle to a central axis of 
the femoral head ^."Applicant has not disclosed that the junction portion centered on 
and formed around the first axis being the same axis as the cylindrical portion provides 
an advantage, is used for a particular purpose, or solve a stated problem (paragraph 
0022). One of ordinary skill in the art, furthermore, would have expected Applicant's 
invention to perform equally well with either what Germany teaches or the claimed 
configuration because both lock the second prosthesis in the first prosthesis. Therefore, 
it would have been obvious to one of ordinary skill in the art to modify the device of 
Noiles in view of Germany to obtain the invention as specified in the claim. 

Regarding at least claim 2, note cup 64 having fixation member 64 (see figure 34 
and 15:25 et seq.) extending from the exterior surface. 



Conclusion 
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Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bruce E. Snow whose telephone number is (571) 272- 
4759. The examiner can normally be reached on Mon-Thurs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Corrine McDermott can be reached on (571) 272-4754. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



bes 




PRIMAPV cvAMWFp 



